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1. Comparison of G&S in a nutshell



Possible outcomes

*Article 33(7) EUTMR - goods or services 

are not similar or dissimilar just because 

they appear in the same or different 

classes under the Nice Classification

Identical

Same term
Synonym

Inclusion

Overlap

DissimilarSimilar

High

Average

Low



Canon criteria and other factors → see Guidelines

STRONG FACTORS WEAK FACTORS

1. Nature 
essential quality defining the product/service

2. Purpose
intended use, narrow interpretation

4. Complementary 
indispensable for use of the other

5. In competition 
interchangeable products/services

8. Commercial origin 
usual producer/provider

3. Method of use

6. Distribution channels
same points of sale, sections/shelves

7. Relevant public
target consumers, general public or professionals



Basis for assessment

Observations and evidence by the parties

Article 95(1) EUTMR - Office restricted to the facts, evidence and arguments

provided by the parties and the relief sought

Objective approach
comparison must be made without taking into account the degree of

similarity of the conflicting signs or the distinctiveness of the earlier mark

Well-known facts

that is to say, facts which are likely to be known by anyone - no extensive

investigation by the Office (03/07/2013, T-106/12, Alpharen, § 51 and 31-32)



2. Similarity Tool & TMclass



Similarity Tool v TMclass

• Supplement to the Guidelines on

Comparison of G&S

• Pairs and outcomes are binding for 

examiners

• Pairs may contain useful reasoning

• Includes taxonomy of all terms for 

guidance and navigation

• Not based on literal meaning of terms, 

but market sectors or concepts

• Does not always show correct

relationships between terms and 

broader categories



TMclass



TMclass

Comment: Nautical apparatus and instruments includes

navigational and signalling apparatus. Computers as a broader

category include navigation apparatus for boats [on-board

computers]. Nautical apparatus and instruments are identical to

computers as the former include on-board computers used as

navigation apparatus for boats.



Similarity tool

• Use short search words
Instead of ‘protective clothingagainst accidents, irradiation or fire’ search for ‘protect’ 

• Use search word only in one class field, leave the other empty
Instead of ‘services of providing foodand drink’, search for ‘food’ in Class 43 and leave the opposite field open in Classes 29 and 30

• Use terms without class numbers
Instead of ‘buildingmaterials made of metal’ in Class 6, search for ‘build mat’ without class number; potentially applicableby analogy

• Use only class numbers without terms
Strategy technique– which goods or services are similar at all? 



Similarity tool



3. Comparisons step-by-step



Starting point for comparison

Consider the scope of protection of the terms

Natural and usual meaning
• interpretation based on literal meaning (Article 33(5) EUTMR)

• most common dictionary definition

• consider exact wording (e.g. impact of expressions and punctuation)

Nice Classification
• may determine e.g. the nature or purpose of the goods/services

Commercial perspective
• which is the relevant market sector?

• how are the terms used in trade?

*Taxonomy - may be helpful    

to show specific examples



Nice Classification - Relevance (06/10/2021, T-397/20, Juvederm)

• Where the description of the goods is so general that it may cover very different

goods, the class number (that the applicant has chosen) can be taken into account

for the interpretation or as a precise indication of those goods. (§ 35)

• However, where the specification clearly designates specific goods, that

wording is decisive when determining the scope of protection, even if those goods

would correctly belong to a different class. (§ 45)



Nice Classification - Example of explanatory note - www.wipo.int/classifications/nice

Nice Classification explanatory notes + information note for each Class



Nice Classification - Example of info note

+ check info notes to individual entries in the alphabetical list



Taxonomy - Example of group titles 

Harmonised Data Base (HDB)

Which goods might be covered?
• Slimming pills
• Vitamins
• Effervescent beverages containing 

trace elements and minerals
• Meal replacement cereal bars
• Feed supplements for livestock

Taxonomy structure not based on literal meaning



Commercial perspective - Example of term used in trade 

Actual commercial nature as per

use in trade may be revealed by

conducting a brief internet search

Class 9: connected bracelets

→ wearable activity trackers

Info note in Nice Classification:



Identical goods/services - principles

Goods are not identical to services

Goods/services in different classes not identical

• Goods: any kind of item that may be traded (tangible)

• Services: any economic activity provided to third parties (intangible)

• Exceptions (e.g. revision of the Nice Classification, obvious mistakes)



Identical goods/services - principles

Synonyms - terms have the same meaning

Obvious identity - the goods are listed in exactly the same terms



Identical goods/services - principles

Other scenarios of identity

- Class 25: Clothing trousers

- Class 28: Golf clubs sporting equipment 

- Class 9: Scientific instruments  measuring instruments 

laboratory pipettes

= identical by inclusion

= identical by inclusion

= identical by overlap



Comparison step-by-step

Class 12: Vehicles; parts and fittings for vehicles.

v

Class 12: Apparatus for locomotion by land, air, water or rails; vehicle chassis; 

safety belts for vehicles; car safety seats for children.

Safety seats for children

→ Read the whole list → Literal meaning → TMclass → Similarity Tool

Safety seats covered by ‘vehicle parts’?

Safety belts



Similarity Tool - Examples

1. Class 3: Shampoo vs Car shampoo

2. Class 9: USB flash drives vs Computers

3. Class 9: Helmets for motorcyclists vs Vehicles (Class 12)

http://euipo.europa.eu/sim/search

http://euipo.europa.eu/sim/search


4. Recap of key points



Comparison of G&S - Recap of key points

1. Determine scope of protection of the terms:

• Dictionary definitions

• Nice Classification - Explanatory Notes

• TMclass - Taxonomy structure (bearing in mind literal meaning)

• Commercial nature - internet searches

2. Consult the Similarity Tool - pairs with the specific terms as well as pairs 

with broader or narrower terms (look for analogies) 

3. Consider which factors (e.g. purpose, public, producers) apply → assess      

the outcome (identical, similar or dissimilar)

4. No extensive research conducted by the Office: if no obvious coincidences  

between goods/services → submit evidence to prove your case



Keep in touch with EUIPO Academy

Upcoming 

Tuesday Webinar: 

The new rules of the 

game on the Internet: 

the Digital Services 

Act and IP

Please complete the 

survey - your 

feedback matters!




