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European IP Helpdesk

Service initiative of the European Commission

Addressing current and potential beneficiaries of EU-

funded projects, researchers and EU SMEs
Free-of-charge first-line support on intellectual property (IP)
Hands-on IP and innovation management support
International pool of IP experts from various thematic fields

Unique cooperation scheme with the Enterprise Europe

Network: 43 ambassadors from 26 EU countries

Training
free online and on-site
sessions

&
Helpline

confidential treatment of
individual IP questions

—

Ambassadors

local IP support throughout
Europe

]

Website

frequent updates from the
world of IP and innovation

Il_
Publications

practical IP knowledge
through high-level
publications

I

Events

info point at key networking
events and conferences
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EC IP (SME) Helpdesk Hub — Gateway to Information
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IP Factsheet:

Mainland China
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» E-learning modules & more

« Guides / Topic, country, sector-specific factsheets /
Infographics

« Case studies
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Upcoming events

Europa - Upcoming events

Training and workshops Training and workshops

EU - Webinar:IP Commercialisation & Licensing - EU - Webinar: Patents and Innovation

Advanced

i Live streaming available

< Live streaming available

Training and workshops Training and workshops

EU - Webinar: Freedom to Operate EU - Webinar: Finding Patents

i Live streaming available i Live streaming available

Training and workshops Training and workshops

EU - Webinar EPO Coop: Patent protection for EU
funding beneficiaries - MedTech

EU - Webinar: Maximizing the Impact of Horizon
2020 project results

i Live streaming available i Live streaming available

Training and workshops

EU - Webinar & Horizon Results Platform:
Publishing Vs Patenting

Training and workshops
EU - Webinar EPO Coop: Patent protection for EU
funding beneficiaries - Green Technologies

w1 Live streaming available )  Live streaming available
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Thank youl!

*  WWW.ec.europa.eu/ip-helpdesk

* helpline@iprhelpdesk.eu
« training@iprhelpdesk.eu

e X

 Linkedin

o Subscribe / Newsletter



http://www.ec.europa.eu/ip-helpdesk
mailto:helpline@iprhelpdesk.eu
mailto:training@iprhelpdesk.eu
https://ec.europa.eu/newsroom/eismea/user-subscriptions/2163/create
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All pictures are used under:
Pixabay licence
Unsplash licence

Thank you! ARG

The European IP Helpdesk is managed by the European Innovation Council and SMEs Executive Agency (EISMEA), with policy guidance provided by the European Commission’s
Directorate-General for Internal Market, Industry, Entrepreneurship and SMEs (DG Grow). The information provided by the European IP Helpdesk is not of a legal or advisory nature and
no responsibility is accepted for the results of any actions made on its basis. Moreover, it cannot be considered as the official position of EISMEA or the European Commission. Neither

EISMEA nor the European Commission nor any person acting on behalf of EISMEA or of the European Commission is responsible for the use which might be made of this information.
© European Union (2024)
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Today’s speaker

Dr. Christian Hackl

= Managing Director of TUM-Tech GmbH
= Coordinator of a large hydrogen research project

= Assistant Professor at the Chair for Technology and Innovation
Management (Technical University of Munich: TUM)

= Senior IP Advisor for the EU-IP Helpdesk

= Author of several publications, e.g. case studies on usage of IPR by
companies

= Co-Founder of a start-up (renewable energy)

Dr. Christian Hackl 2025 8
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Overview

« Basics of licensing (recap)

« Key terms F SN

* Negotiation

Dr. Christian Hackl
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Closed Innovation

Outside
company

prOJects .

InS|de . . .

Company/

New products / services

D Market

§+o

ldeas —> Development —» Testing =—>» Launch

Dr. Christian Hackl 2025 10
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Open Innovation

Outside
R&D \\~\ company Exploitation
projects O RN - / done by others
o © -~ _______ -
inside @ O O O O _C_)_ —>  Exploitation (own)
company Q Se—TyTTTTT T ; ———————————
,,’ d \ Exploitation
O done by others

ldeas => Development =—>» Testing => Launch @mercialisation

Dr. Christian Hackl 2025 11
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IP Commercilalisation

IPR

A 4 A 4

Used by IP-owner Used by somebody else (entitled)

\ 4 A 4 A 4

sell license spinout

Company \/ \/ (/)
University \/ \/ /

Dr. Christian Hackl 2025 12
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When does external commercialisation
make sense?

Different geographical region

Different application / industry

No strategic fit

Platform technology

Dr. Christian Hackl 2025 13
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Some reasons for external
commercialisation — new markets

Other
German :
Industry T Y/ Italy, Singapore
N — N
German .
own y ltaly, Singapore
Own Region Other

Dr. Christian Hackl 2025 14
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Some more reasons for licensing

ec.europa.eu/ip-helpdesk

 Access new markets
« (Generate profit

Out-licensing
and
In-licensing

« Share risk
« Accessing technology (faster, cheaper)
* Ensure Freedom-to-Operate

« Enter into an R&D collaboration

« Settle an infringement claim

* Cross licensing

Dr. Christian Hackl 2025

15
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Motives for outlicensing patents

Earn revenue - Core or newly developed technologies
Ensure FTO

Stop (perceived) infringement

Earn revenue - Non-core or mature technologies
Enable joint R&D and innovation

Gain or retain access to markets or distribution systems
Gain access to technological know-how

Establish standards

Other motives

Outsource manufacturing

a T

1.0 15 2.0 2.5 3.0 2.5 4.0

Arithmetic means on a scale from 1="unimportant motive’ to 4= ‘very important motive

Source: PATLICE Survey (Survey on patent licensing activities by patenting firms), European Commission
Dr. Christian Hackl 2025 16
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Motives for inlicensing patents

Ensuring F70 NN - -

Closing technological gaps and blind spots for own core T

technologies

Enabling rapid time to market RGN - -
Expanding business or R&D in new directions GGG - .6
Access to complementary technology to develop core I

technology further
Avoiding costs and risks associated with own R&D | NG -3

Expanding know-how (learning-by-licensing) G 2.0

Other motives to in-license F 1.4

-

1.0 1.5 2.0 2.5 3.0 3.5 4.0

Arithmetic means on a scale from 1="unimportant motive’ to 4= ‘very important motive

Source: PATLICE Survey (Survey on patent licensing activities by patenting firms), European Commission
Dr. Christian Hackl 2025 17
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An IP license

 Indirect exploitation of intellectual property
(commercialisation)

« Licensing agreement: the owner of IP (Licensor) grants
the Licensee the right to use the IP

« The Licensor maintains the ownership of the IP

Dr. Christian Hackl 2025 18
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What Is a license?

Permission to use IP

—
11

Licensor

IP owner (e.g. Licensee
university, (e.g.
company, company)
individual)

Dr. Christian Hackl 2025
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Which IP rights can be licensed?

Registered IP Unregistered IP
Copyright
; Database right
Registered trade marks Unregistered trade marks
Registered designs Unregistered designs
Soft IP
Know-how

Trade secrets
Confidential information

Dr. Christian Hackl 2025 20
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Before the negotiation: Due Diligence

 Information regarding the licensor (licensee)

 Information regarding the technology and its context
(eg. business environment)

 Information regarding the legal status of rights
(eg. ownership, validity, territorial coverage)

. (NDA)

Dr. Christian Hackl 2025 21
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The Espacenet database (over 150 million docs)

https://worldwide.espacenet.com

My Espacenet Help Classification search Results

i
Also for identifying 2
potential partners o o gt
.“ /
22

Dr. Christian Hackl 2025 22
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The Espacenet database (over 140 million docs)

EuropSisches
Patentamt

European
Patent Offlce

Office européen
des brevets

Espacenet

Patent search

44 About Espacenet Other EPO onl

N (R T I e o

Smart search

Advanced search

Classification search

Quick help

-+ How many search terms can |
enter per field?

-+ How do | enter words from the
title or abstract?

-+ How do | enter words from the
description or claims?

-+ Can | use truncation/wildcards?

- How do | enter publication
application, priority and NPL
reference numbers?

-+ How do | enter the names of
persons and organisations?

-+ What is the difference between
the IPC and the CPC?

- What formats can | use for the
publication date?

- How do | enter a date range for a
publication date search?

-+ Can | save my query?

Related links +

e Services w

Advanced search

Select the collection you want to search in [i]

| Worldwide - collection of published applications from 90+ countries u|
Enter your search terms - CTRL-ENTER expands the field you are in

Enter keywords in English

Title: [i] plastic and bicyde

| |

Title or abstract: E] hair

| |

Enter numbers with or without country code

Publication number: [i] WO2008014520

| |

Application number: [i] DE19971031696

| |

Priority number: [i] WO01995U515925

| |

Enter one or more dates or date ranges

Publication date: [i] yyyymmdd

Enter name of one or more persons/organisations

Dr@ﬁaﬁ@ﬁéﬂ Hackl

Ins%le&teurl

Inventer(s): [i]

Smith

Change country «

Discussion forum

Deutsch English Francais
Contact

Quick access

Classic Espacenet

23
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The Espacen PEA s zeer =1 1OCS)

Help

My Espacenet Classification search

@ Advanced search

Home > Results

Query language: en de fr

AND ~  +Field

AND ~ +Field X

Title ~ Al — Group

| — x
Title or abstract ~ Al — Group

— x

OR ~ +Field X

Publication number » Any — Group
— X
— Application number ~ Any — Group
— X
Priority number ~  Any - — Group
br CIIL:Dtian Heetd 2625 24

x
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The Espacen I =25

My Espacenet Help Classification searcl Results

Home > Search

Query language: en de fr ~

OR ~ +Field

OR + +Field X

Title or abstract ~  All v — Group

- — >

Also for identifying Title or abstract v All v — Group
potential partners — X

AND ~ +Field X

Description ~  Proximity — Group

X

< v 3 ~  words away from

Dr] CHristpeséiiptidn ~  Any 2025 — Group 25

| | o
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Due diligence in trade secrets

* Licensor trade secret policy
« Confidentiality agreements with employees

« Other licensees in possession of the secret

Dr. Christian Hackl 2025 26
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Licensing agreements

* No standard
« Large flexibility
« Adjust to business needs

* In the following: overview of main topics

(no substitute for professional advice)

Dr. Christian Hackl 2025 27
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License agreement — 4 Chapters

Definitions/Subject
Grant

Financials

Further topics

e

Dr. Christian Hackl 2025 28
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1. Definitions / subject

Purpose
* “Introduction”, background, goals
« Helpful for persons not involved in the making

The parties (licensor and licensee)
« Details (name, address, legal form)

Definition of terms
« Terms used throughout the agreement (eg. “sales”)

Technology/IP
« List of technology / patent(s) (IPRS)

Ownership
 Does the licensor own the IP?

Dr. Christian Hackl 2025

ec.europa.eu/ip-helpdesk

29
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2. Grant

* Scope

ES | MARINOMED

Usmgred algae to fight the flu

Founded in 2006, Marinomed is an Austrian biopharmaceutical spin-off

 Fields of h and/
Ie S O use e . researc an ( from the Veterinary University of Vienna. The company’s main technology
. . . . platform is based on the natural polymer Carragelose, which is isolated
m from red algae and is active against respiratory viruses. As a drug discovery
Od Ify TN O r a p pl ICatI O n/l n d u Stry company, Marinomed is heavily dependent on patent protection. It has three
main patents, which have been validated in almost 100 countries, and a
trade mark registered in around 50 countries. The company actively manages

[ J R I g ht to S u bl ICe n Se its patent portfolio and grants licences for its technology. Marinomed has
experienced infringement of its patents, but was able to resolve the cases

without going to court.

« Territory
« Specific countries (depending o

« EXxclusivity
* Exclusive license
« Sole license
* Non-exclusive license

30

Dr. Christian Hackl
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3. Financials

Upfront payment

One-time payment (early on)

Ongoing payments

Royalties (eg. X% of y)

Milestone payments
For special achievements, reflecting increased value

(eg. pharma, patent granted)

Minimum / adjustments

Minimum amount of license fee

ec.europa.eu/ip-helpdesk

Sharing risk and
benefits

Adjustment of royalties over time (up or down)
Patent expenses (historic and ongoing)

Dr. Christian Hackl

2025

31
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4. Further topics |

Improvements

« Rights to future improvements included?

« Additional payments?

« Timing of access?
Know-how and training

« Definition and extent

* Included in license (additional payments)?
Confidentiality

Reporting and audits
« What kind of reporting when?
* Rights for audits?

Dr. Christian Hackl 2025 32
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4. Further topics |l

« Warranties and liabilities
« Define what risks both parties are willing to take

* Eg. licensor guarantees that he is owner of IP, no previous
license (tested technology?)

« Licensor wants to be indemnified by licensee (eg. loss,
damage, hurt)
 |P protection and infringement
« Definition of responsibility — transfer of control
« Eg. depending on exclusive versus nonexclusive license
« Cost (outcome)

Dr. Christian Hackl 2025 33
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4. Further topics Il

« Term and termination
« For life span of patent or certain time (renewal option)
* In combination with other parameter (eg. exclusivity)

« Reasons for termination by licensee or licensor (typically
more restricted, eg. licensee fails to pay license fees, going
bankrupt, not reaching milestones)

« Any obligations surviving the end of the agreement (eg.
confidentiality)

Dr. Christian Hackl 2025 34
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License agreement — Overview |

1. Definitions/Subject

 Purpose

« The parties (licensor and licensee)
« Technology/IP

« Ownership

« Definition of terms

2. Grant
 Scope
» Territory

« Exclusivity

Dr. Christian Hackl 2025 35
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License agreement — Overview Il

3. Financials
« Upfront payment
« Ongoing payments
* Milestone payments
*  Minimum / adjustments

4. Further topics
* Improvements
« Know-how and training
« Confidentiality
* Reporting
« Warranties and liabilities
« |IP protection and infringement

* Term and termination
Dr. Christian Hackl 2025 36
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Licensing agreement

« A strategic choice
« Along standing relationship

« Combination and interdependency of different
aspects

* Legal
« Technical
 Financial

Dr. Christian Hackl 2025 37
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Negotiating licensing agreements

Confidentiality agreement

« Be sufficiently prepared to negotiate, eg.
* Business needs
« Negotiation strategy (goal, compromise and must-have)
« Think about other party

« Explain your position, seek “objective” criteria
« Search for a win-win agreement

* Discuss the agreement as a whole

« Time is always important

Dr. Christian Hackl 2025 38
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Helpful tool: Term Sheet

« Summary of key terms agreed on (so far)

« Helps to keep an overview

« Helps to focus on main issues (and not missing any)
« Use plain language

* Not a Lol (Letter of Intent) or MoU (Memorandum of
Understanding)

« Optional: internal version for
« planning (goals and fall-back options)
« communicating within your team (or with legal counsel)

Dr. Christian Hackl 2025 39
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Case study:
Marinomed

https://www.epo.org/learning/
materials/sme/sme-case-
studies.html

Dr. Christian Hackl

Europdisches
Patentamt
European
Patent Office

DIES | MARINOMED

EPO SME CASE

Usingz;e algae to fight the flu

Founded in 2006, Marinomed is an Austrian biopharmaceutical spin-off
from the Veterinary University of Vienna. The company’s main technology
platform is based on the natural polymer Carragelose, which is isolated
from red algae and is active against respiratory viruses. As a drug discovery
company, Marinomed is heavily dependent on patent protection. It has three
main patents, which have been validated in almost 100 countries, and a
trade mark registered in around 50 countries. The company actively manages
its patent portfolio and grants licences for its technology. Marinomed has
experienced infringement of its patents, but was able to resolve the cases
without going to court.

ec.europa.eu/ip-helpdesk

40
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Case study:
Orcan Energy

https://www.epo.org/learning/

materials/sme/sme-case-

studies.html

Dr. Christian Hackl

Europldisches
Patentamt

European
Patent Office

Office européen
des brevets

EPO SME CASE STUDIES | ORCAN ENERGY

Recycling waste heat to cool
down the planet

A renewable energy company founded in 2008, Orcan Energy offers standard
components for heat power generators that recycle waste heat by turning it
into electricity, using the Organic Rankine Cycle (ORC), a process similar to that
used in steam engines. Having started as a spin-off from the Technical Uni-
versity of Munich (TUM) in Germany, Orcan now has 65 employees. Patents are
important, because the risk of Orcan’s standard components being copied is
high. Eight early patents were filed by the TUM and then subsequently acquired
by Orcan. Ownership of these patents was vital in order to attract funding.
Orcan co-operates with other companies, but simplifies patent management
by avoiding joint ownership. It has a detailed patent protection strategy and
understands when to file a patent application and where to file it.

2025

ec.europa.eu/ip-helpdesk

41
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Waste Heat

Sources:

= |ndustrial applications
= Stationary and marine power systems
= Combined heat and power (CHP) units

= Renewable power plants (biogas, solarthermal, geothermal)

Waste Heat: equivalent of 100 mio liters of diesel
produced every hour across the globe!

Dr. Christian Hackl 2025

orca

The Efficiency Compa

n
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Case study II:
Orcan Energy

https://intellectual-property-
helpdesk.ec.europa.eu/reqi
onal-helpdesks/european-
ip-helpdesk/europe-case-
studies _en

Licensing Out to China:
The Case of Clean-Tech Company Orcan Energy

ww.\p““"pdesmu

Dr. Christian Hackl 2025 44
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Contact us!

« www.iprhelpdesk.eu
« service@iprhelpdesk.eu
« Twitter

 LinkedIn

Dr. Christian Hackl

2025
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The European IP Helpdesk is managed by the European Innovation Council and SMEs Executive Agency (EISMEA), with policy guidance provided by the European Commission’s
Directorate-General for Internal Market, Industry, Entrepreneurship and SMEs (DG Grow). The information provided by the European IP Helpdesk is not of a legal or advisory nature and
no responsibility is accepted for the results of any actions made on its basis. Moreover, it cannot be considered as the official position of EISMEA or the European Commission. Neither

EISMEA nor the European Commission nor any person acting on behalf of EISMEA or of the European Commission is responsible for the use which might be made of this information.
© European Union (2025)
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